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DETAILED ACTION 
Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 1-8,10-14 and 18-24 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. 

The basis of this rejection is set forth in a two-prong test of: 

(1 ) whether the invention is within the technological arts; and 

(2) whether the invention produces a useful, concrete, and tangible result. 

For a claimed invention to be statutory, the claimed invention must be within the 
technological arts. Mere ideas in the abstract (i.e., abstract idea, law of nature, natural 
phenomena) that do not apply, involve, use, or advance the technological arts fail to 
promote the "progress of science and the useful arts" (i.e., the physical sciences as 
opposed to social sciences, for example) and therefore are found to be non-statutory 
subject matter. For a process claim to pass muster, the recited process must somehow 
apply, involve, use, or advance the technological arts. The body of the claim(s) must 
recite how the technological art is employed to produce a useful, concrete and tangible 
result in a non-trivial manner. 

(A) In the present case, claims 1-8,10-14 and 18-24 recite an abstract idea only. 
The recited steps of the claims are merely for receiving, converting, checking medical 
prescription and generating alert signal do not involve, use, or advance the 
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technological arts since all of the recited steps can be performed in the mind of the user 
or by use of a pencil and paper. 

In addition, for a claimed invention to be statutory, it must produce a useful, 
concrete, and tangible result. In the present case, the claimed invention produces a 
method for comparing converting and checking medical prescription (i.e., repeatable) 
used in medical prescription system (i.e., useful and tangible). 

Although the recited process produces a useful, concrete, and tangible result, 
since the claimed invention, as a whole, is not within the.technological arts as explained 
above, claims 1-8,10-14 and 18-24 deemed to be directed to non-statutory subject 
matter. 

Regarding claim 35, it is presumed that the step "automatically converting" is 
performed using a computer. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1-24 are rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

(A) As per claims 1,14, the preamble of the claims recite " electronic prescription 
handling system" and "data handling and transfer system". However there is no 
structure in the body of the claims to support the recitation of "the system" 

Dependent claims 2-13, 15-24 incorporate the deficiencies of the claims they 
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depend on and are therefore rejected. 

Claim Rejections - 35 (JSC § 103 

5. Claims 1-3, 5-18, 20-43 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Edelson et al. (5737539) in view of Pham et al. (5524253). 

(A) As per claim 1 , Edelson et al. teaches a prescription creation system comprising; 

a. interface for receiving data from application program including electronic 
prescription generating program. Edelson et al. Fig. 16, col 4, lines 60 to col. 6, line 28, 
col. 45, lines 15-68. 

b. prescription analyzer for checking medical prescription for potential drug 
interaction. Edelson et al., ...Fig. 16, col. 30, lines 44-50, col. 30, line 64 to col. 31, line 
38., 

c. alert signal generator for generating alert signal upon detection of drug 
interaction. Edelson et al., Fig. 16, col. 30, lines 61-65, col. 31, lines 38-43, col. 32, 
lines 48-60. 

Edelson fails to teach fails to teach the code translator for converting data block 
from a respective format to common format. This, however, is well known as evidenced 
by Pham et al. Pham et al. discloses a system for integrating application programs 
including a code translator for converting data into a common formatting convention. 
Pham et al., col. 16, lines 34-56, col. 17, line 49 to col. 19, Iine15. It would have been 
obvious to one having ordinary skill in the art at the time of the invention to include 
common data converting technique into the computer network disclosed by Edelson 
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with the motivation of improving interprocess-communication between the computers in 
the network due to data incompatibilities. Pham et al., col. 1, lines 15-22. 
(B) As per claim 14, Edelson et al. teaches a prescription creation system 
comprising; 

a. interface for receiving data from application program including electronic 
prescription generating program. Edelson et al. Fig. 16, col. 4, lines 60 to col. 6, line 28, 
col. 45, lines 15-68, col. 30, lines 44-50, col. 30, line 64 to col. 31, line 38, col. 30, lines 
61-65, col. 31, lines 38-43, col. 32, lines 48-60, col. 30, lines 44-50, col. 30, line 64 to 
col. 31, line 38, 

Edelson fails to expressly recite the code translator, but suggests the code 
translator(i.e. marshalling) on col. 7, lines 23-25. In addition , Pham et al. discloses a 
system for integrating application programs including a first and second code translators 
for converting data into a common formatting convention and for converting data from 
common formatting convention to target software formatting convention, wherein the 
first code translator including data field detection and definition module. Pham et al., col. 
16, lines 34-56, col. 17, line 49 to col. 20, line 16, col. 10, line 33 to col. 11, line 50. It 
would have been obvious to one having ordinary skill in the art at the time of the 
invention to include first and second (i.e. marshalling and unmarshalling) code 
translators into the computer network disclosed by Edelson with the motivation of 
improving interprocess-communication between the computers in the network due to 
data incompatibilities. Phametal., col. 1, lines 15-22. 
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(C) As per claim 25, Edelson et al. teaches a medical risk control method 
comprising; 

a. interface for receiving data from application programs including electronic 
prescription generating program, prescription analyzer for checking medical prescription 
for drug interaction. Edelson et al. Fig. 16, col. 4, lines 60 to col. 6, line 28, col. 45, lines 
15-68, col. 30, lines 44-50, col. 30, line 64 to col. 31, line 38, col. 30, lines 61-65, col. 
31, lines 38-43, col. 32, lines 48-60, col. 30, lines 44-50, col. 30, line 64 to col. 31, line 
38, 

Edelson fails to expressly recite the code translator, but suggests the code 
translator(i.e. marshalling) on col. 7, lines 23-25. In addition, Pham et al teach system 
for integrating application programs including the first code translator for converting data 
block from a respective format to common format and to transmitting data to respective 
target applications. Pham et al., col. 16, lines 34-56, col. 17, line 49 to col. 20, line 16, 
col. 10, line 33 to col. 11, line 50. It would have been obvious to one having ordinary 
skill in the art at the time of the invention to include first and second (i.e. marshalling 
and unmarshalling) code translators into the computer network disclosed by Edelson 
with the motivation of improving interprocess-communication between the computers in 
the network due to data incompatibilities. Pham et al., col. 1, lines 15-22. 

(D) As per claim 35, Edelson et al. teaches a data handling and transfer method for 
generating electronic prescription comprising: 

a. v interface for receiving data from application program including electronic 
prescription generating program for analyzing medical prescription for drug interaction. 
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Edelson et al., Fig. 16, col. 30, lines. Edelson et al. Fig. 16, col. 4, lines 60 to col. 6, line 
28, col. 45, lines 15-68,col. 30, line 64 to col. 31, line 38, col. 30, lines 61-65, col. 31, 
lines 38-43, col. 32, lines 48-60, col. 30, lines 44-50, col. 30, line 64 to col. 31 , line 38, 

Edelson fails to expressly recite the code translator, but suggests the code 
translator (i.e. marshalling) on col. 7, lines 23-25. In addition, Pham et al. discloses a 
system for integrating application programs including a first and second code translators 
for converting data into a common formatting convention and for converting data from 
common formatting convention to target software formatting convention, wherein the 
first code translator including data field detection and definition module. Pham et al., col. 
16, lines 34-56, col. 17, line 49 to col. 20, line 16, col. 10, line 33 to col. 11, line 50. It 
would have been obvious to one having ordinary skill in the art at the time of the 
invention to include first and second (i.e. marshalling and unmarshalling) code 
translators into the computer network disclosed by Edelson with the motivation of 
improving interprocess-communication between the computers in the network due to 
data incompatibilities. Pham et al., col. 1, lines 15-22. 

(E) As per claims 2, 26, Pham et al. teaches the second code translator for 
converting data from common formatting convention to target software formatting 
convention. Pham et al., col. 16, lines 34-56, col. 17, line 49 to col. 20, line 16, col. 10, 
line 33 to col. 11, line 50. 

(F) As per claims 3, 18, 37, 40, Pham et al. teaches that the transfer of data to 
applications in a new machine, and a request manger for performing request actions 
that can be sending a message or a file to the destination node on col. 5, lines 58-63, 
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col. 6, lines 16-20, col. 9, lines 1-4, lines 32-62. It is readily apparent that transmitter is 
included to transfer/send data or files. 

(G) As per claims 5,6, application program for prescription analyzing and alert signal 
generating is disclosed in Edelson et al. on col. 30, lines 44-50, col. 30, line 60 to col. 31 
line 6. 

(H) As per claims 7, 22, 32, code identification for determining formatting convention 
is disclosed on col. 15, line 43 to col. 16, line 56, col. 17, line 4 to col. 19, line 25, Figs 
4-6. 

(I) As per claim 8, 30, Pham et al. teaches data field detector and definition module 
on col. col. 10, line 33 to col. 11, line 50. 

(J) As per claim 9,15, 29, 39, computer network, first code translator for the 
application program located on a first computer, application programs on different 
second computer are disclosed on col. 5, lines 20-68, col. 7, lines 4-30. 
(K) As per claims 10-12, 24, 33, 43, Edelson et al discloses application programs for 
prescription programs, drug formulary, drug interaction, accounting programs, patient 
/medical record keeping, insurer, claims processing program, databases on col. 4, lines 
20 to col. 6, line 28, col. 12, lines 20-65, col. 14, lines 1-68, col. 15, lines 13-25, lines 
35-40, col. 16, lines 10-25, col. 21, line 49 to col. 24, line 60, col.52, lines 18-48. 
(L) As per claim 13, 23, 34, integrity check module is disclosed on col. 11, lines 46- 
51 of Edelson et al. 
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(M) As per claims 16, 17, 27, 28, 36, 38, Pham teaches that second code translator 
(i.e., unmarshalling module) can reside in a first or a second computer in the network. 
Pham et al. col. 17, lines 50-55. 

(N) As per claims 20, 21 ,41 , 42, the data processing module for prescription analyzer 
and drug interaction is disclosed in Edelson et al. col. on col. 30, lines 44-50, col. 30, 
line 60 to col. 31 line 6. 

(O) As per claim 31 , Edelson et al. teaches the medical record database, the drug 
interaction database and the determination of possible drug interaction on col. 12, lines 
20-68, col. 20 lines 1-30, col 4, lines 60 to col. 6, line 28, col. 45, lines 15-68, col. 30, 
lines 44-50, col. 30, line 64 to col. 31, line 38, col. 30, lines 61-65, col. 31, lines 38-43, 
col. 32, lines 48-60, col. 30, lines 44-50, col. 30, line 64 to col. 31, line 38. 
6. Claims 4, 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Edelson et al. and Pham et al. as applied to claims 3, 18 above, and further in view of 
Heilman et al. (4885677) 

(A) As per claims 4, 19, Edelson et al. and Pham et al. fail to teach a batch and 
sequence generator. This, however, is well known as evidenced by Heilman et al. 
Heilman et al, col. 2, lines 25-35, col. 8, lines 20-45. It would have been obvious to one 
having ordinary skill in the art at the time of the invention to include a batch and 
sequence generator with the motivation of conforming to standard practice. Heilman et 
al., col. 1, lines 23-26. 

Conclusion 
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7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. " Prescription management data" (5845255), " Patient specific 
drug information" (6317719); f Medical records and order entry system" (5823948), " 
Method for translation of program" (5872978);" Inter-Application system and method" 
(6742181); "System for exchanging data processing capabilities" (5621894);" 
Networked service request and fulfillment system" (5995939); " The development of a 
client application for the collaborative social and medical services system", Moore D M 
et al. , " Proceedings / the... . Symposium on Computer Applications in Medical Care 
(United States) 1994, p 609-13, ISSN 0195-4210 Journal Code: 8113685, Dialog File 
155, Acc.no. 10248626. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kim T. Bui whose telephone number is 703-305-5874. 
The examiner can normally be reached on Monday-Friday from 8:30A.M. to 5:00P.M.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached on 703-305-9588. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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